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Ownership of Intellectual Property 

Introduction: 

This Handbook on Ownership of Intellectual Property has been designed to guide faculty, staff, 
and students in dealing with issues of ownership and protection of intellectual property that is 
eligible for protection under patent law. Incorporated into this handbook are several documents for 
individuals who have questions about the forms of intellectual property, mechanisms for the 
protection of intellectual property, or individual rights associated with the ownership of intellectual 
property at Youngstown State University. The Board of Trustees of Youngstown State University 
seeks to stimulate innovative research and to encourage the development and utilization of the 
discoveries and inventions of research at the university in a manner consistent with the public 
interest. The Board believes it should make the results of its research available to industry and to 
the public on a reasonable and effective basis with an appropriate allocation of intellectual property 
rights between the creator and the University. This Handbook does not deal with copyright issues 
except to describe general institutional policies and to reference appropriate federal statutes. 

Youngstown State University Policy on Intellectual Property Rights: 

The development and dissemination of intellectual property benefits the public, the University, 
and its faculty, staff, and students. Research and scholarship are encouraged through an appropriate 
allocation of intellectual property rights between the creator and the University. The full 
Youngstown State University Policy (3356-10-18) can be found at 
http://cms.ysu.edu/administrative-offices/university-policies/10-academic-affairs. The Board of 
Trustees has designated the Director of Research Services to administer procedures for intellectual 
property and to serve as “Authorized Institutional Official” for grants and contracts related to 
research and scholarship which may result in intellectual property. All questions on intellectual 
property should initially be addressed to the Director of Research Services. 

Definitions: 

• "Intellectual Property" includes inventions, discoveries, works of authorship, and/or other
creative works that may be subject to protection under federal or state patent, copyright,
trademark, and/or trade secret laws.

• “Employee owned intellectual property” includes intellectual property privately created, made
or originated by a faculty member, employee, or student, without use of University facilities,
shall be the sole and exclusive property of the creator(s), except as he or she may voluntarily
choose to transfer such property, in full, or in part.

• “University owned intellectual property” includes all intellectual property arising from the
following circumstances:

http://cms.ysu.edu/administrative-offices/university-policies/10-academic-affairs
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- The University expressly directs a faculty member, employee, or student to create a
specified work or the work is created as a specific requirement of employment, or a credit
bearing course, or as an assigned institutional duty that may, for example, be included in a
written job description or an employment agreement.

- The faculty member, employee, or student has voluntarily transferred the intellectual
property, in whole or in part to the institution. Such transfer shall be in the form of a written
document signed by the transferring individual.

- The faculty member, employee, external entity or student has contributed to a “joint effort”
which has the ownership rights and any income distribution set forth in writing. Unless
agreed in writing otherwise, all IP developed by students shall be the property of the
University. Absent specific agreement for the ownership of intellectual property resulting
from a sponsored program supported by an external entity, the intellectual property will be
the property of the University.

• "Invention" is any discovery, product, process, machine, composition of matter, and/or
improvement that may be patentable.

• "Patent/Patentable" is any invention or other matter that may be patentable under the patent
laws of the United States or foreign country.

• "Trade Secret" is any information that derives economic value from not being readily known
or available to others and is protected from disclosure by reasonable efforts.

• "Copyright/Copyrightable" is any original work of authorship protectable under the copyright
laws of the United States or foreign country.

• "Gross Royalty Income" is gross revenue resulting from a given intellectual property.

• "Net Royalty Income" is gross royalty income less costs incurred by the inventor(s)/ author(s),
the University, and any third party commercializing the product, including securing legal
protection and licensing.

Governing Law: 

Ohio Revised Code: 

Section 3345.14 of the Ohio Revised Code provides that all rights to discoveries or inventions 
that result from research or investigation conducted in any facility of a state university are the 
sole property of the University. The Board of Trustees may assign, license, transfer, or sell 
these rights as the Board deems appropriate. Accordingly, the Board has assigned the rights to 
intellectual property between any member of the full-time faculty and the University through 
ratification of the Agreement between Youngstown State University and Youngstown State 
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University Chapter of the Ohio Education Association, Article 27.2. Researchers who are 
working in areas that could develop intellectual property are advised that ownership and 
commercialization of faculty owned intellectual property may result in the need to disclose 
such ownership or relationship to an outside company/entity under O.R.C. Section 3345.14(D). 
In addition, ownership/interests of/in intellectual property may also result in conflicts of 
interest under Board of Trustees Policy 3356-10-17 “Objectivity in Research…” or Board of 
Trustees Policy 3356-7-01 “Conflict of Interest;” and the need to manage such commercial 
relationships that may result in a conflict of interest or a perceived conflict. 
 
Employees are admonished that any communication regarding patentable intellectual property, 
such as an abstract, public presentation (seminar or meeting presentation, including posters), 
or publication prior to actual submission of a patent application could cause forfeiture of 
patentability for an invention. There may also be instances when a sponsored program 
agreement with an external company requires a specific signed Non-Disclosure Agreement by 
a faculty/staff researcher and/or students participating in a particular research project. In these 
instances, faculty members are advised that their submission and signature on the internal 
“blue-sheet” Proposal Authorization and pre-Approval Form constitutes their consent to abide 
by the Agreement for the project including any separate related NDA. 
 
Federal Law: 
 
Stipulations of P.L. 96-517, the Bayh–Dole Act, may take precedence over any other terms of 
agreement negotiated by the university in matters of patenting and technology transfer. 
Intellectual property resulting from federally sponsored research is disposed of in accordance 
with the terms of the applicable agency. Regulations implementing federal patent and licensing 
policy regarding “Rights to Inventions Made by Nonprofit Organizations and Small Business 
Firms“ are codified at 37 CFR Part 401. The Department of Commerce is designated as the 
federal agency to promote commercialization and to assume responsibility for maintaining 
these rules. The provisions apply to all inventions conceived or first actually reduced to 
practice in the performance of a federal grant, contract, or cooperative agreement. This is true 
even if the Federal government is not the sole source of funding for either the conception or 
the reduction to practice. The provisions do not, however, apply to federal grants that are 
primarily for the training of students and postdoctoral scientists. A Principal 
Investigator/Project Director on any federally sponsored research grant must disclose any 
discovery/invention of intellectual property to the University, as owner of the intellectual 
property, so proper disposition “in the public interest” can be accomplished as required by the 
Bayh–Dole Act. 
 
The Leahy-Smith America Invents Act (June 23,2011) defines the “effective filing date” as the 
actual filing date of the patent application for a claim to an invention. This changed the “first 
to invent” system to a “first inventor to file” system. As a result, confidentiality with regard to 
intellectual property or proprietary information is much more important than ever before in 
assuring property rights and possible patentability. 
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Contract Law: 
 
Intellectual property resulting from research sponsored by industry or other non- governmental 
sources of support, other than the university itself, is disposed of in accordance with contract 
terms negotiated between the university and the sponsor, and approved by both parties. In such 
negotiations the university may agree to a non- exclusive royalty bearing license; a license of 
limited exclusivity which is royalty bearing; an exclusive, royalty bearing license for the life 
of the patent, a one-time payment for the entire technology; or other mutually acceptable 
consideration. Acceptable contract terms will depend upon such factors as the initial amount 
of research support, financial expenditures for further development, costs of patent acquisition, 
duration of exclusivity, period likely needed for market development, or other pertinent factors. 
Externally sponsored research is always between the sponsor as "grantor" and the University 
as "grantee." Therefore, the University exercises ownership and there cannot be a faculty 
sponsored agreement. A faculty member may not agree or sign on behalf of the University for 
any sponsored program or intellectual property issue. Only the “Authorized Institutional 
Official” may sign such agreements and at Youngstown State University only the Associate 
Director of Research Services and the President have been authorized by the Board of Trustees 
for that purpose. 
 
Standard Contract Language: Appendix II contains approved intellectual property clause 
language for a research/sponsored program agreement for research or other deliverables 
undertaken by any employee of Youngstown State University. This language defines both 
sponsor and University interests and ownership rights of intellectual property developed 
independently or collaboratively in meeting contractual requirements. Royalty fees are 
negotiable on an individual contract basis, depending on the nature of the work and likelihood 
of producing intellectual property. As described above, a single one-time payment to the 
university by the sponsor or other mechanism may be substituted for the payment of royalties. 
 
Copyright Law: 
 
Copyrights are governed by federal laws. Authors should be aware of 17 U.S.C. the Copyright 
Act (See Reference guides - #4. http://www.copyright.gov/title17/ for the Copyright Act). 
Typically, copyright protection is available for protection of original works of authorship in 
any medium of expression. This definition includes such forms or media of expression as 
literary works, musical works, pictures, sculptures, audiovisual works, computer programs, 
etc. Protection of intellectual property under copyright laws requires registration of the 
copyright with the U.S. Copyright Office prior to any action to enforce the copyright with a 
lawsuit. Under Youngstown State University Board of Trustees Policy Number 3356-10-18, 
with the exception for works for hire or joint efforts, ownership of copyrighted materials is the 
property of the faculty member who creates the material. In the case of a work for hire, the 
University owns the intellectual property. Board policy defines the distributions and 
circumstance applicable to joint efforts or works for hire as these are the only situations where 

http://www.copyright.gov/title17/
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the University has any legal interest in such forms of copyrighted intellectual property. For 
non-faculty employees or students the information under “employee owned or university 
owned intellectual property” above (page 1 and 2) applies. 
 

Student Involvement in Sponsored Research: 
 
When students are expected to participate in a sponsored research project, either as a student 
employee or as part of a thesis or other educational experience (internship, university funded 
research, etc.) relating to that project, the student faculty advisor will be directed by the Director 
of Research Services to inform the student of his/her responsibilities under University Policy 
1018.01. Each involved student is required to execute a University Intellectual Property 
Agreement (Appendix III) as required by the Bayh–Dole Act, prior to involvement in the project. 
In execution of the University Intellectual Property Agreement it is assumed that the student is 
using University facilities and resources (other than incidental use of library and computer 
facilities generally available to the public) in the development of the intellectual property. All 
students supported by any form of Graduate Assistantship or Research Assistantship will be 
required to execute the University Intellectual Property Agreement (Appendix III) as part of their 
appointment documents. The executed University Intellectual Property Agreement is returned to 
the Office of Research Services. 
 
Invention Disclosure (Initiating the Patent Process): 
 
An invention is a novel and useful idea relating to processes, machines, manufactures, and 
compositions of matter. It may cover such things as new or improved devices, circuits, systems, 
chemical compounds, drugs, etc. To be patentable, the invention must not be obvious to a worker 
with average skills in that particular technology. In addition, it must not have been used by others 
in this country, or patented or described in a printed publication anywhere, prior to the date of 
conception. 
 
Patents may be of three types: 

 
• Utility Patents – This classification constitutes the bulk of patents issued. A utility patent 

is used to protect an invention that is useful and that works in a novel or unique way. 
• Design Patents – This classification is used to protect the appearance of an article. It does 

not protect the use of an invention. A Design Patent deals with the shape or surface 
ornamentation, or both. 

• Plant Patents – Plants may be protected if the uniquely created plant results from any 
asexual reproduction process: grafts, buds, root cutting, etc. Sexually produced plants are 
protected under the Plant Variety Protection Act [7 U.S.C. Art. 2483(a)(1)]. Both asexually 
and sexually reproduced plants can be protected by a utility patent. 

 
There are several issues which can make intellectual property unpatentable: 
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• Criteria for patentability: Patentability requires that an invention must not be obvious to a 
worker with ordinary skill in that particular field. It also must not have been publicly known 
or used by others in this country or patented or described in a printed publication anywhere 
prior to the date of invention. 

 
• Loss of patentability: Inventions that are initially patentable may become unpatentable for 

a variety of reasons. An invention becomes unpatentable in the United States unless a 
formal application is filed with the United States Patent Office within 12 months of 
disclosure in a publication or within 12 months of any other action which results in the 
details of the invention becoming generally available. As indicated earlier, the Leahy- 
Smith America Invents Act significantly changed patent law to define the “effective filing 
date” as the actual the actual filing date of the patent application for a claim to an invention. 
This changes the current “first to invent” system to a “first inventor to file” system. As a 
result, confidentiality with regard to intellectual property or proprietary information is 
much more important than ever before in assuring property rights and possible 
patentability. 

 
• Impairment of patentability: Many other circumstances may impair patentability, such as 

lack of "due diligence." For example, if there is no record of continuous activity in 
attempting to complete and perfect an invention, the invention may be considered to have 
been abandoned by the initial inventor, and priority could be given to a later inventor who 
showed "due diligence." Sufficient documentation of the invention must be provided in the 
patent process. An undated and unsigned laboratory notebook cannot be used to document 
a discovery and even in the case where good records are available, lack of a witness 
attesting (in writing) to the discovery could impair the patentability of the intellectual 
property. 

 
• International variations in patent regulations: Regulations covering the patentability of 

inventions and application filing procedures vary considerably from country to country and 
are subject to change. 

 
An Invention Disclosure is critical to patenting and patent protection. Invention disclosures 
may be “preliminary;” submitted for each invention conceived by paid or unpaid faculty, staff, 
or students of the University, and submitted to document and record a concept or idea that has 
not yet been reduced to practice and is not ready for patent filing. A disclosure may also be 
“final;” insofar as the idea has been reduced to practice and is ready for final filing as a patent 
application. The preliminary disclosure records the concept of the invention only until such 
time as a final invention disclosure document is received. This provides the basis for a 
determination of the date of conception only because the Leahy-Smith America Invents Act, 
which shifted patents to a “first inventor to file” system, the date of conception is less important 
than previously. In general, an Invention Disclosure should be made when unusual, 
unexpected, or unobvious research results have been achieved and can be utilized. Under BOT 
Policy 3356-10-18, employees of YSU are required to submit an Invention Disclosure, if they 
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believe that they have developed intellectual property that may be patentable and have done so 
as a university employee. 
 
In cases where preliminary publication (including oral presentation or any type of public 
disclosure) describing the intellectual property has occurred, which could affect the 
patentability of the intellectual property, an alternative to filing a patent application is the use 
of the provisional patent. U.S. patent rights can be protected for up to one year by filing a 
Provisional Patent Application with the U.S. Patent Office. The process is less cumbersome 
and considerably less expensive than a full Patent Application (approximately $2,000 - $5,000 
vs. $40,000 - $60,000 expense for final filing), however the submission of a provisional patent 
must be followed by a full patent application within one year, or the patentability of the 
invention is lost. This process, in effect, allows a two year period to obtain a patent within the 
United States. A Provisional Patent is used to protect the priority date of invention, but prevents 
pursuit of world-wide patent protection. A Provisional Patent may not be used to protect an 
invention that will ultimately be patented only as a Design Patent as it cannot protect the 
priority date in this case. One advantage of the Provisional Patent is the ability to license the 
intellectual property to a commercial entity with the commercial partner assuming the costs 
for the full patent application as a part of the license agreement. This obviously is possible if 
the invention could be of commercial value to the company and is widely marketable. 
 
A preliminary or final Youngstown State University Invention Disclosure (Appendix IV) 
should be filled out completely by the inventor(s) and reviewed in the presence of two 
witnesses. After your disclosure has been reviewed, please submit the completed and witnessed 
document, with original signatures, to: 
 

Office of Research Services 
Youngstown State University 

One University Plaza 
Youngstown, Ohio 44555 

 
Non-Disclosure Agreements for Intellectual Property: 
 
In many situations, discussions and/or collaborations between an employee of Youngstown 
State University (faculty, student, or staff member) and a representative of an external entity 
(faculty member or staff employed by another university, commercial company researcher, 
etc.) may be advisable in the course of research and scholarship. If the research or scholarship 
has a reasonable likelihood of resulting in intellectual property the researcher cannot protect 
the confidentiality of his/her research, unless formal Non-Disclosure Agreement is executed 
by the University and external agency on behalf of their respective employees. 
 
In the event that an employee of YSU believes that they have created intellectual property in 
the course of their scholarship and they have interest in contacting any commercial entity to 
discuss potential commercialization a Non-Disclosure Agreement should also be executed. 



8 

The first step in this process is for the inventor (employee) to complete the Invention 
Disclosure, described above, and to contact the Director of Research Services, in order to 
determine whether the University has any legal interest in the intellectual property or, 
alternatively, any economic interest in the event that YSU ownership is clear. 
 
Interest in intellectual property: In the event that the intellectual property is an independent 
effort leading to employee owned intellectual property as defined above (Definitions), the 
University has no interest in the issue and the employee will be advised to contact external 
legal counsel about the issue. In the event that the intellectual property is a work-for-hire or 
joint effort, as defined above, the University will act as representative of the inventor in 
execution of a Non-Disclosure Agreement with any external entity (which funds and/or 
collaborates in the research project), in order to protect the confidentiality of the intellectual 
property prior to seeking either copyright or patent protection. Such a process is also used if 
the intellectual property is of a proprietary nature for which copyright or patent protection will 
not be sought (a trade secret). 
 
Non-disclosure agreements are of two types (Appendices V and VI contain copies of these 
agreements): 
 
• Non-Disclosure Agreement – A document designed to protect YSU intellectual property 

only, because the external entity is the “recipient” of the intellectual property. 
• Mutual Non-Disclosure Agreement – A document designed to protect the intellectual 

property and confidentiality of both parties to the agreement. This form is usually used 
when an external agency and YSU employee intend to enter into a mutually beneficial 
research agreement which could result in intellectual property and employees of both 
entities are doing pertinent research either separately or in concert. 

 
If a student is working with a faculty member who wishes to collaborate with individuals 
form an outside entity, where intellectual property may result and should the student 
require protection under a non-disclosure agreement; the faculty member will be advised 
to have the student execute the University Intellectual Property agreement described under 
“Student Involvement in Research” above. Failure to do so could invalidate the ability of 
the University to honor the terms of such an agreement and cause significant liability to 
the University, since a party to the research may then be unaware of their responsibilities 
under Board of Trustees 

 
Material Transfer Agreements: 
 
In the course of some research projects it may become necessary to share created materials 
(chemical compounds, physical materials, computer codes, biological materials, etc.) with 
employees of outside entities (commercial or non-profit). In order to protect these forms of 
intellectual property, but permit collaboration, a Material Transfer Agreement should be 
executed by the provider and recipient. Both the involved scientist and the Authorized 
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Institutional Official should approve and sign the agreement. A Material Transfer Agreement 
specifies the uses permitted for the materials transferred (usually research and development 
only), that the recipient may not give the materials to any other person/entity, and that all 
information about the materials, such as possible uses, commercial application, etc. must be 
held in confidentiality. These agreements also have clauses relieving the provider of liability 
for uses by the recipient and specify that the materials may not be used for human 
experimentation. A standard Material Transfer Agreement (Appendix VII) will be posted on 
the Office of Research website. It should not be used without first discussing the 
appropriateness with the Director of Research Services. 
 
Procedure for Protecting Intellectual Property at YSU: 
 
1. If the research, scholarship, or other activities that are expected to yield intellectual 

property, the employee maintains accurate documentation of the discovery, has it witnessed 
(i.e.: documentary supporting documents such as laboratory notebooks), and 
communicates the discovery to the Director of Research Services. 

2. If the discovery has been “reduced to practice,” the employee completes a Final Invention 
Disclosure (Appendix IV) to the Director of Research Services for review. If the discovery 
is of a preliminary nature, a Preliminary Invention Disclosure is used. Upon receipt of the 
disclosure the AVP will determine if the University has a legal ownership interest in the 
intellectual property. 

3. If the University does have some ownership rights, the Director of Research Services may 
consult with the University Research Council, as internal advisory body, and/or external 
consultants, to determine whether the University may have interest in proceeding with the 
patent protection process. The decision to initiate the patent application will be based on 
the evaluation of the commercializability of the intellectual property and likelihood that it 
will yield royalty income. In some cases, if the public interest would be served by seeking 
patent protection (as in the case of an orphan drug, for example) the university could also 
move forward with the patent application. 

4. If publication or public disclosure of the intellectual property has already occurred or is 
expected to occur in the near future, consideration will be given to application for a 
Provisional Patent in order to extend the patentability of the Intellectual Property for one 
additional year. If research is being carried out in an area which has a high probability of 
producing intellectual property, all investigators should consider the effect of publication 
or public disclosure of their research findings. 

5. The Director of Research Services will communicate with the University General Counsel, 
in order to seek the advice of outside counsel in the matter of researching and protecting 
the intellectual property if it appears that the invention will have commercial value or value 
to the public if it is commercialized. 

6. A Patent Attorney will be retained to submit the patent application to the U.S. Patent Office 
on behalf of the University. 

7. In the event that a patent is issued, the Director of Research Services will engage an 
external agency to track patent infringement and the Director of Research Services will 
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also monitor royalties and oversee the distribution of royalties according to existing 
University Policy and other contractual agreements. 

 
Conclusion: 

 
Intellectual property law is complicated and requires legal assistance to allow the proper 
protection of intellectual property. This Handbook serves as a guide to help an employee 
understand some of these complications, to guide discussions with the proper University 
officials, and to help protect both University and individual employee rights. A patentable 
discovery has no value unless it is properly protected under applicable patent laws. For 
externally funded projects that lead to such discoveries, the University has significant 
responsibilities to the funding agency as part of a grant or contract. Failure to keep University 
officials informed may lead to significant liability for all parties. 
 
 

Appendix forms are available on the Office of Research Services website 
https://ysu.edu/research-office/forms-and-templates 
 
 
References:  

 
1. Joy L. Bryant, “Protecting Your Ideas,” Academic Press, 1999: A readable discussion of 

intellectual property, types of protection, general procedures, etc. 
2. Peter Kolchinsky, “The Entrepreneur’s Guide to a Biotech Startup,” Download at 

https://peterkolchinsky.com/readmore . 
3. The Bayh-Dole Act – A Guide to the Law and implementing Regulations, Council on 

Governmental Relations, October 1999. 
4. The Copyright Act: http://www.copyright.gov/title17/  
5. Gary W. Matkin, “Technology Transfer and the University,” American Council on 

Education/MacMillan, New York, 1990 
  

https://ysu.edu/research-office/forms-and-templates
https://peterkolchinsky.com/readmore
http://www.copyright.gov/title17/
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Appendix I 
 
 
3356-10-18 Intellectual property rights.   
 
Responsible Division/Office: Office of Research  
Responsible Officer: Provost and VP for Academic Affairs 
Revision History:  December 1999; March 2006; December 2011; June 2019 
Board Committee: Academic Excellence and Student Success 
Effective Date: June 6, 2019 
Minor Revision(s): July 2019 
Next Review: 2020 
   
 
(A) Policy statement.  Youngstown state university (“university”) encourages the development and 

dissemination of intellectual property that benefit the public, the university and its faculty, staff, 
and students.  Research and scholarship are encouraged through an appropriate allocation of 
intellectual property rights between the creator and the university.  Except for works for hire and 
joint efforts, an employee’s or student’s rights to copyrightable materials shall be governed by the 
applicable provisions of state and federal law.  For all other intellectual property not governed by 
the copyright protection laws, the applicable state and federal laws shall govern the employee, 
student, university and external entity rights to such property.  The president and the associate 
vice president for research or director of research are specifically designated to serve as 
authorized institutional officials with the right to approve licensing and royalty agreements with 
entities entering into a contractual or grant relationship for research and development activities to 
be carried out by the university. 

 
(B) Purpose.  To establish rules regarding the ownership, distribution, and commercialization of 

intellectual property created by university faculty, staff, and students. 
 
(C) Definitions. 
 

(1) “Intellectual property” includes inventions, discoveries, works of authorship and/or other 
creative works that may be subject to protection under federal or state patent, copyright, 
trademark and/or trade secret laws. 

 
(2) “Invention” is any discovery, product, process, machine, composition of matter and/or 

improvement that may be patentable. 
 

(3) “Patent/patentable” is any invention or other matter that may be patentable under the 
patent laws of the United States or foreign country. 

 
(4) “Trade secret” is any information that derives economic value from not being readily 

known or available to others and is protected from disclosure by reasonable efforts. 
 

(5) “Copyright/copyrightable” is any original work of authorship protectable under the 
copyright laws of the United States or foreign country. 

 
(6) “Commercialization” includes, but is not limited to, the creation, protection, marketing, 

or licensing of intellectual property, manufacturing of a product based on a license of 
intellectual property, or the sale of technology based on a license of intellectual property. 
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(D) Parameter.  Section 3345.14 of the Revised Code provides that all rights to discoveries, 
inventions, or patents that result from research or investigation conducted in any facility of a state 
university are the sole property of the university.  The board of trustees may assign, license, 
transfer, or sell these rights as the board deems appropriate. 

 
(E) Procedures. 
 

(1) The associate vice president for research or director of research are responsible for 
administering intellectual property procedures as described in the “Handbook on 
Ownership of Intellectual Property” and for procedures for the allocation of income from 
intellectual property.  Any faculty member, employee, or student who creates intellectual 
property that can be patented under applicable federal laws must disclose that information 
to the associate vice president for research or director of research according to the 
procedures described in the “Handbook on Ownership of Intellectual Property.”   

 
(2) As part of the duties of the associate vice president for research or director of research, 

and as authorized institutional officials for grants and sponsored programs, those 
individuals may agree to assignment of intellectual property to the funding agency, 
provided that such assignment is appropriate to the project and maintains university rights 
to all or an equitable portion of royalties that may be generated by the project.  Externally 
sponsored research is always between the sponsor, as grantor, and the university, as 
grantee.  Therefore, the university exercises intellectual property ownership over all 
intellectual property resulting from sponsored program support.  No employee, other than 
an authorized institutional official, may sign on behalf of the university for any sponsored 
program, licensing, or related agreement.  

 
(3) The university research council advises the associate vice president for research or 

director of research regarding the ownership of intellectual property and the distribution 
of income derived from the intellectual property. 

 
(F) Ownership. 
 

(1) “Employee-owned.”  Intellectual property privately created, made or originated by a 
faculty member, employee, or student without the use of university facilities shall be the 
sole and exclusive property of the creator(s), except as he or she may voluntarily choose 
to transfer such property, in full or in part. 

 
(2) “University-owned.”  The university shall own the intellectual property in the following 

circumstances: 
 

(a) A work prepared by a faculty member, employee, or student within the scope of 
his or her employment, including distance education courses.  However, the 
university hereby grants the faculty member or employee a nonexclusive, 
perpetual, royalty-free license to use works created as course materials for 
teaching and education purposes in the event they are no longer employed by the 
university. 

 
(b) The university expressly directs a faculty member, employee, or student to create 

a specified work or the work is created as a specific requirement of employment 
or a credit-bearing course or as an assigned institutional duty that may, for 
example, be included in a written job description or an employment agreement. 

 
(c) The faculty member, employee, or student has voluntarily transferred the 

intellectual property, in whole or in part, to the institution.  Such transfer shall be 
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in the form of a written document signed by the transferring individual.  
 

(d) The faculty member, employee, external entity, or student has contributed to a 
joint effort which has the ownership rights and any income distribution set forth 
in writing.  Unless agreed in writing, otherwise, all intellectual property 
developed by students shall be the property of the university.  Absent specific 
agreement for the ownership of intellectual property resulting from a sponsored 
program supported by an external entity, the intellectual property will be the 
property of the university. 

 
(3) Distribution of royalties/income.  All net income and royalties received as a result of 

university ownership of intellectual property will be distributed according to the current 
collective bargaining agreements and/or other contractual agreements with external 
organizations acting on behalf of Youngstown state university. 
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Appendix II 
 

Acceptable Standard Contract/Sponsored Agreement Language 
 
 
Excerpt from YSU Master Research Agreement, Office of Research Services Form ORS 20.0: 

Article 6 Intellectual Property 
 
6.01 All rights and title to University Intellectual Property shall belong to University. Sponsor 
Intellectual Property shall belong to Sponsor.  Joint Intellectual Property shall belong jointly to 
University and Sponsor. Both University and Joint Intellectual Property shall be subject to the 
terms and conditions of this Agreement. 
 
6.02 University will notify Sponsor of any University Intellectual Property or Joint Intellectual 
Property conceived and/or made during the term of a Sponsored Project.  If Sponsor directs that a 
patent application or application for other intellectual property protection be filed, University shall 
promptly prepare, file and prosecute such U.S. and foreign application in University’s name if for 
University Intellectual Property, and in both University’s and Sponsor’s names if for Joint 
Intellectual Property. Sponsor shall bear all costs incurred in connection with such preparation, 
filing, prosecution, and maintenance of U.S. and foreign application(s).  Sponsor shall cooperate 
with University to assure that such application(s) will cover, to the best of Sponsor’s knowledge, 
all items of commercial interest and importance.  While University shall be responsible for making 
decisions regarding scope and content of application(s) to be filed and prosecution thereof, 
Sponsor shall be given an opportunity to review and provide input thereto.  At Sponsor’s request, 
University shall keep Sponsor advised as to developments with respect to such application(s) and 
shall use best efforts to supply to Sponsor copies of papers received and filed in connection with 
the prosecution thereof in sufficient time for Sponsor to comment thereon. 
 
6.03 If Sponsor elects not to seek protection pursuant to Article 6.02, or decides to discontinue 
the financial support of the prosecution or maintenance of the protection, or elects not to exercise 
its option pursuant to Article 7, and thereby forego its rights thereto, University shall be free to file 
or continue prosecution or maintain any such application(s), and to maintain any protection issuing 
thereon in the U.S. and in any foreign country at University’s sole expense and for its own 
purposes. 
 
Article 7 Grant of Rights 
 
7.01 In consideration of Sponsor’s participation as a sponsor of a project, University shall grant 
to Sponsor a first option to negotiate to acquire a royalty-bearing license to utilize University 
Intellectual Property and/or Joint Intellectual Property and to make, have made, use and sell 
products using or incorporating University Intellectual Property and/or Joint Intellectual Property. 
Any license agreement will not include the right to sublicense the University Intellectual Property 
and/or Joint Intellectual Property unless it is subject to the prior written consent and approval of 
University.  However, University will retain the right to use the University Intellectual Property 
and/or Joint Intellectual Property for educational and research purposes only.  
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7.02 University and Sponsor will negotiate in good faith to determine the terms of a license 
agreement. If University and Sponsor fail to execute a license agreement within three (3) months 
following the first disclosure of the University Intellectual Property and/or Joint Intellectual 
Property to Sponsor, then University shall be free to license the University Intellectual Property 
and/or Joint Intellectual Property to any party upon such terms as University deems appropriate 
and without further obligation to Sponsor. 
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Appendix III 

Youngstown State University 
Office of Research 

University Intellectual Property Agreement 
(For Students having use of University Facilities or Resources and Graduate Assistants) 

Name _______________________________  Y Number _________________(please type or print) 

I understand that my association with Youngstown State University (hereinafter referred to as UNIVERSITY), at least 
in part, may be in connection with one or more research or development projects, which may include contracts or 
grants between non-University sponsors (hereinafter referred to as SPONSORS) and UNIVERSITY. 

I have read the University Policy (3356-10-18) “Intellectual Property Rights” approved by the Board of Trustees and 
Ohio Revised Code, Section 3345.14. I understand this Policy, and I agree to abide by the terms thereof, especially 
noting the following responsibilities: 

1) to assign to UNIVERSITY (or its designate) all rights which I have or may acquire in inventions, discoveries,
or rights of patent therein (a) conceived, or (b) first actually reduced-to-practice by me in carrying out research
with the significant use of UNIVERSITY facilities or resources;

2) to submit invention disclosures to UNIVERSITY following (a) the completion of conception, or (b) the first
reduction-to-practice of any invention or discovery which use UNIVERSITY facilities or resources; and

3) to do whatever is required to enable UNIVERSITY (or its designate) to obtain a patent upon any invention
or discovery (a) conceived, or (b) first reduced-to-practice by me with (i) the utilization of time, money, or
facilities, charged to said contracts or grants or (ii) use of UNIVERSITY facilities or resources, provided that I
shall not be charged with any costs or expenses involved therewith.

I also understand that, whenever I am associated with contracts and grants of certain SPONSORS, that the invention 
and patent provisions of the sponsor agreements and/or applicable institutional patent agreements may create 
additional responsibilities with respect to (1) submission of invention disclosures; (2) assignment of inventions; (3) 
execution of papers: (3) confidentiality of SPONSORS or UNIVERSITY owned information relating to the 
SPONSORS agreement, which are summarized below: 

A) Inventions (a) conceived, or (b) first reduced-to-practice by me in carrying out work under said contracts and
grants must be assigned to SPONSORS if UNIVERSITY or SPONSORS so request;

B) Inventions which utilized time, money, or facilities charged to said contracts or grants must be promptly
reported to UNIVERSITY following (a) the completion of conception, or (b) the first actual reduction-to-
practice; and

C) Prior to completion of my association with said contracts or grants a complete disclosure of all inventions or
discoveries (a) conceived, or (b) first reduced-to-practice by me with the utilization of time, money, or facilities
charged to said contracts or grants must be submitted to UNIVERSITY.

D) During the project, all information received from the SPONSOR or UNIVERSITY, which has been identified
as proprietary or confidential, shall be considered confidential and may not be disclosed to any person outside
of those authorized by UNIVERSITY to have access to such information.

It is understood that the responsibility set forth in Section 3) above will continue after termination of my association 
with UNIVERSITY. 

__________________________________ ________________________________________________ 
Witness Student Signature 

Date _____________________ 
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• Name, Title, and Home Address, and Phone Number of Inventor:

• Title of Invention:

• Description of Invention Attachment: attach a description of the inventions, photographs, drawings, sketches,
patent applications, or any other descriptive materials. A draft journal article often will suffice for this
description. Description should include the construction, principles involved, details of the operation, and
alternative methods of construction or operation. In the description, you must include: (a) problem to be
solved, or purpose; (b)solution; (c) similar inventions in current use; and (d) disadvantages of present prac-
tice overcome by the invention.

• Market Research Attachment: further research and development is necessary or desirable before showing the
invention to a potential industrial licensee. Attach a description that specifically addresses the following: (a)
names and addresses (if known) of potential manufacturers; (b) manufacturers presently making comparable
equipment (if known); (c) commercial possibilities, indicating estimated quantity and price range (if known).

• Publication Attachment: attach information related to your publications. Specifically indicate: (a) the date of
any past publication or public use related to this invention, indicating where it was published or used; (b) if
it has not yet been published, identify details related the manuscript (including if it has been accepted, when,
and where); (c) identify any prior patent applications by inventors on related subjects (list serial numbers):

• Reasons for urgency in making a patent application, if any:

• If conceived and/or reduced to practice in connection with a sponsored, state sponsor, and contract or grant
number, if “none”, so state:

• Identify any Co-Inventors and their Contributions (attach another page if necessary):

Youngstown State University 
Office of Research Services  

Youngstown State University Office of Research
Preliminary or Final Invention Disclosure

Your invention or idea is important (1) to your professional development; (2) to the University; and 
if applicable, (3) to your research sponsor. It is essential that it be reported promptly, so that it can be 
evaluated to determine if there is sufficient novelty to permit patenting, and if so, sufficient commercial 
potential to justify a licensing program for industry.

Appendix IV 



• Inventor may be contacted at the following email and phone number:

Signature(s) of lnventor(s):

Signature Date 

Signature Date 

Signature Date 

Witnesses: Disclosed to and understood by me:

Witness Signature Date 

Witness Signature Date 

Witness Signature Date 

SECURITY INFORMATION

A completed invention disclosure contains confidential University Proprietary Information.  Distribution to third 
parties of anything more than the non-confidential cover sheet of a disclosure is expressly prohibited, except un-
der attorney-client privilege, to research sponsors as required by contract, or under appropriate Non-Disclosure 
Agreements. Distribution within the University is limited to individuals having a demonstrated need to know 
and who are bound, as a result of their employment, to maintain appropriate security at all times.

Page 2 of 2ORS 15.0  Effective 06/30/2017 
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INVENTION DISCLOSURE INSTRUCTIONS 

A Preliminary Invention Disclosure may be prepared and submitted for each invention conceived by paid or unpaid 
faculty, staff, or students of the University. The purpose of the Preliminary Invention Disclosure is to record a concept 
or idea that has not yet been reduced to practice and is not ready for patent filing. This form shall serve the purpose of 
documenting the concept of the invention only until such time as a Final Invention Disclosure document is received. 
This form provides the basis for a determination of the date of conception only. A Final Invention Disclosure should 
be made (using the same form) when something new and useful has been conceived or developed (“reduced to 
practice” and demonstrated to work as the concept suggests), or when unusual unexpected, or unobvious research 
results have been achieved and can be utilized. This form can be used for either a Preliminary or Final Invention 
Disclosure by checking the correct box in the title of the document. Please read these instructions carefully before 
completing the Invention Disclosure. 

The following instructions apply to the corresponding sections of the Invention Disclosure: 

1. List all inventors. A co-inventor is an individual who has conceived an essential element of the invention either
independently or jointly with others, during the evolution of the invention concept. Note: Do not list any inventor
gratuitously. The rules for inclusion are not the same as for a scientific publication. Inclusion as an inventor will have
legal implications and includes rights to any royalty income distribution.

2. Provide a brief, nonconfidential title, sufficiently descriptive to identify the general nature of the invention.

3. If this is a Preliminary Invention Disclosure give a brief description of the invention that does not teach the art
(i.e., does not reveal confidential, proprietary information about the process or concept that would enable one to
reproduce the invention) and that can be understood by someone generally knowledgeable about science.

In addition, if this is a Final Invention Disclosure (which has been reduced to practice) attach separately material 
which covers the following points (This attached section contains confidential information which describes the art 
involved with the invention and is covered by the Security Section below): 

a. general purpose or utility of invention-as part of this, provide a brief summary which addresses its essential
nature;

b. technical description including drawings, schematics, sketches, etc., as appropriate;
c. advantages and improvements over existing practice, and the features believed to be new

4. Also list any companies which have received proposals based on the information contained in the disclosure and
indicate when they received the information and whether a Non-Disclosure Agreement was completed prior to the
delivery of the information.

5. In recording the history of the Invention, give particular attention to the legally important events of conception.
As a general rule, public disclosure, in any manner which teaches the art, before the date a formal patent application
is filed in a national patent office automatically eliminates patent rights in most foreign countries; foreign rights often
are very important to potential industrial licensees. In the United States a patent application must be filed no later
than one year after publication describing the associated invention. Note: Receipt of your Invention Disclosure form
by the Office of the Associate Vice president for Research is not the same as the filing of a patent application.

6. Give the full applicable contract or grant number(s) and University account number, the name of the sponsor and
the principal investigator's name, if the invention was a result of sponsored research that led to the conception or first
actual reduction to practice of the invention. List specific university support.

SECURITY INFORMATION 

A completed invention disclosure contains confidential University Proprietary Information. Distribution to third 
parties of a disclosure is expressly prohibited, except under attorney-client privilege, to research 
sponsors as required by contract, or under appropriate Non-Disclosure Agreements. Distribution within the University 
is limited to individuals having a demonstrated need to know and who are bound, as a result of their employment, to 
maintain appropriate security at all times. 
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Youngstown State University Office of Research
Contractor Non-Disclosure of Proprietary Information Agreement 

This agreement is made on _____________________, 20________, by and between 
Youngstown State University, One University Plaza, Youngstown, Ohio 44555, hereinafter 

referred to as “Institution” and 
________________________________________________________________________, 

having a principal office or address located at 
________________________________________________________________________, 

herein referred to as “Recipient.” 

PREAMBLE 

 WHEREAS, Institution desires to disclose to Recipient, and Recipient desires to receive from 
Institution certain information that Institution considers confidential; and  

WHEREAS, Recipient is willing to receive such information subject to the terms and conditions 
set forth in this Agreement;  

NOW THEREFORE, in consideration of the foregoing premises, which are incorporated in 
this Agreement, and the mutual promises hereinafter contained, the parties agree as follows: 

TERMS AND CONDITIONS 

1. Confidential Information may include, for example and without limitation, scientific knowledge,
know-how, processes, inventions, techniques, formulae, products, business operations, customer
requirements, designs, sketches, photographs, drawings, specifications, reports, studies, findings,
data, plans or other records, biological materials, and/or software. The Confidential Information
disclosed under this Agreement is related to: Project Description and related topics regarding possible
sponsored research or licensing

2. Recipient and Institution intend to maintain the confidential status of their Confidential Information.
Recipient and Institution are aware that each may have pursued independent research of its
own in the area to which the Confidential Information relates and may have independent knowledge of
some of the information the other may disclose.

3. This Agreement shall remain effective for six (6) months from the Effective Date. All obligations
of the Recipient with respect to the use and disclosure of Confidential

Youngstown State University 
Office of Research Services 

Appendix V 
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Information hereunder shall terminate three (3) years from the Effective Date. 

4. In order for Confidential Information disclosed by one party to the other to be protected in
accordance with this Agreement it must be clearly identified as Confidential Information at
the time of its disclosure. If Confidential Information is disclosed either orally or visually, at the
request of Recipient, Discloser will put such information in a written statement, and such written
statement shall be delivered to Recipient within thirty (30) days of such oral or visual disclosure.

5. Recipient shall exercise the same degree of care to protect Discloser’s Confidential
Information that it exercises to protect its own Confidential Information and in any event such care shall
at least be reasonable care to prevent disclosure of Discloser's Confidential Information to any third
party. Internal dissemination of Discloser's Confidential Information by the Recipient shall be
limited to those employees, agents, representatives, consultants, or affiliates whose duties justify the
need to know such information and then only on the basis of a clear understanding by these
individuals of their obligation (a) to maintain the confidential status of such information and (b) to
restrict the use of such information solely to the use specified in Paragraph 6 of this Agreement.

6. Recipient shall not use the Confidential Information disclosed by the Discloser under this Agreement,
except for the following purposes: to evaluate mutual business and research activities. Nothing
contained in this Agreement shall be construed as granting or implying any right or license to
any party to use another party’s intellectual property or to use any Confidential Information
disclosed under this Agreement for any other purpose.

7. Recipient shall be under no obligation with respect to any information:
a) Which is, at the time of disclosure, available to the general public;
b) Which becomes, at a later date, available to the general public through no fault of Recipient

and then only after the later date;
c) Which Recipient can demonstrate (i) was in its possession before receipt of the

information from Discloser or (ii) was developed independently by Recipient without reference
to the Confidential Information provided by Discloser;

d) Which is disclosed to Recipient without restriction on disclosure by a third party who has the
lawful right to disclose such information, or;

e) Which is required to be disclosed to comply with applicable laws or government
regulations.

8. Upon request by Discloser, Recipient will discontinue using and return all Confidential Information
and copies of Confidential Information within thirty (30) days of receipt of the request, except
that Recipient shall have the right to retain one copy of such Confidential Information in its
legal archives for the purpose of determining its legal obligations hereunder.

9. A Recipient of tangible products or materials constituting Confidential Information agrees not
to analyze or have a third party analyze any such tangible products or materials without prior
written permission of Discloser.

10. Any notices required to be given or which shall be given under this Agreement shall be in writing and
delivered by first-class mail, facsimile transmission, or email addressed to the parties as follows:

ORS 12.0  Effective 06/2019 Page 2 of 3 
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FOR RECIPIENT 

11. This Agreement reflects the entire agreement between Recipient and Institution regarding
information disclosed hereunder, and the Agreement may be modified or altered only in
writing.

12. The interpretation and validity of this Agreement and the rights of the parties shall be governed
by the laws of the State of Ohio. Any action brought to enforce this Agreement shall be
brought in Ohio.

13. Recipient will not disclose or provide to any employee or agent of Institution any
information subject to the licensing provisions of the International Traffic in Arms Regulations
(ITAR) under 22 CFR §§ 120-130, or the Export Administration Regulations (EAR)
under 15 CFR §§ 730- 774, without the prior written notice to and advance approval by an
authorized representative of Institution. This Agreement may be executed in one or more counterparts including signing a facsimileor scanned electronic

version. Each counterpart shall be deemed an original and all counterparts together shall constitute one and the same 
instrument. 

INSTITUTION 

By: 

Name: 

Title: 

Date: 

RECIPIENT 

By: 

Name: 

Title: 

Date: 

FOR INSTITUTION 
Youngstown State University 
Office of Research 
One University Plaza 
Youngstown, OH 44555 
Phone: (330) 941-3092 
Facsimile: (330) 941-2378 
Email: svanslambrouck@ysu.edu 
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Youngstown State University 
Office of Research Services 

Youngstown State University Office of Research
Mutual Non-Disclosure Agreement 

(“Company”) and Youngstown 
State University (“University”) agree to the following conditions under which certain valuable confidential 
information owned or controlled by Company or University, or both, (the “Confidential Information”) will be 
disclosed. This Agreement shall be effective on (“Effective Date”). A party 
disclosing information is referred to as the “Discloser” and a party receiving information shall be referred to as 
the “Recipient.” 

1. Confidential Information may include, for example and without limitation, scientific knowledge, know-
how, processes, inventions, techniques, formulae, products, business operations, customer requirements,
designs, sketches, photographs, drawings, specifications, reports, studies, findings, data, plans or other
records, biological materials, and/or software. The Confidential Information disclosed under this
Agreement is related to:

(project description, or attach separate page) and related topics regarding possible sponsored research or 
licensing.

2. Company and University intend to maintain the confidential status of their Confidential Information.
Company and University are aware that each may have pursued independent research of its own in the
area to which the Confidential Information relates and may have independent knowledge of some of the
information the other may disclose.

3. This Agreement shall remain effective for six (6) months from the Effective Date. All obligations of the
Recipient with respect to the use and disclosure of Confidential Information hereunder shall terminate
three (3) years from the Effective Date.

4. In order for Confidential Information disclosed by one party to the other to be protected in accordance
with this Agreement it must be clearly identified as Confidential Information at the time of its disclosure.
If Confidential Information is disclosed either orally or visually, at the request of Recipient, Discloser will
put such information in a written statement, and such written statement shall be delivered to Recipient
within thirty (30) days of such oral or visual disclosure.

5. Recipient shall exercise the same degree of care to protect Discloser’s Confidential Information
that it exercises to protect its own Confidential Information and in any event such care shall at least
be reasonable care to prevent disclosure of Discloser’s Confidential Information to any third party.
Internal dissemination of Discloser’s Confidential Information by the Recipient shall be limited to those
employees, agents, representatives, consultants, or affiliates whose duties justify the need to know such
information and then only on the basis of a clear understanding by these individuals of their obligation
(a) to maintain the confidential status of such information and (b) to restrict the use of such information
solely to the use specified in Paragraph 6 of this Agreement.

6. Recipient shall not use the Confidential Information disclosed by the Discloser under this Agreement,
except for the following purposes: to evaluate mutual business and research activities. Nothing contained
in this Agreement shall be construed as granting or implying any right or license to any party to use
another party’s intellectual property or to use any Confidential Information disclosed under this
Agreement for any other purpose.

7. Recipient shall be under no obligation with respect to any information:
a. which is, at the time of disclosure, available to the general public;
b. which becomes, at a later date, available to the general public through no fault of Recipient and then

only after the later date;
c. which Recipient can demonstrate (i) was in its possession before receipt of the information from

Discloser or (ii) was developed independently by Recipient without reference to the Confidential
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Information provided by Discloser; 
d. which is disclosed to Recipient without restriction on disclosure by a third party who has the

lawful right to disclose such information, or;
e. which is required to be disclosed to comply with applicable laws or government regulations.

8. Upon request by Discloser, Recipient will discontinue using and return all Confidential Information and
copies of Confidential Information within thirty (30) days of receipt of the request, except that
Recipient shall have the right to retain one copy of such Confidential Information in its legal
archives for the purpose of determining its legal obligations hereunder.

9. A Recipient of tangible products or materials constituting Confidential Information agrees not to analyze
or have a third party analyze any such tangible products or materials without prior written permission
of Discloser.

10. Any notices required to be given or which shall be given under this Agreement shall be in writing
and delivered by first-class mail, facsimile transmission, or email addressed to the parties as follows:

For University: 
Youngstown State University 
Office of Research Services 

One University Plaza 
Youngstown, OH 44555 

Telephone: 330-941-2378 
Email: svanslambrouck@ysu.edu 

For Company: 

11. This Agreement reflects the entire agreement between Company and University regarding information
disclosed hereunder, and the Agreement may be modified or altered only in writing.

12. The interpretation and validity of this Agreement and the rights of the parties shall be governed by the
laws of the State of Ohio. Any action brought to enforce this Agreement shall be brought in Ohio.

13. Company will not disclose or provide to any employee or agent of University any information subject
to the licensing provisions of the International Traffic In Arms Regulations (ITAR) under 22 CFR §§ 
120-130, or the Export Administration Regulations (EAR) under 15 CFR §§ 730-774, without the prior
written notice to and advance approval by an authorized representative of University.

This Agreement may be executed in one or more counterparts including signing a facsimile or scanned 
electronic version. Each counterpart shall be deemed an original and all counterparts together shall constitute 
one and the same instrument. 

University Company 

By: By: 

Name: Name: 

Title: Title: 

Date: Date: 

ORS 11.0 Effective June 2019 Page 2 of 2 
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Appendix VII 
Page 1 of 4 

MATERIAL TRANSFER AGREEMENT 

This Agreement is between _______________________________, a corporation having a place 
of business 
at____________________________________________________________________________ 
("RECIPIENT"), and Youngstown State University ("YSU") having an address at One University 
Plaza, Youngstown, Ohio 44555. This Agreement shall govern the conditions of disclosure by 
YSU to RECIPIENT of certain biological or other Materials ("MATERIALS") relating to: 
___________________________________________________________________ developed by 
__________________________________________________________________ 
("INVESTIGATOR") of YSU and further identified as 
__________________________________________________________________. YSU retains 
ownership of the MATERIALS including any material contained or incorporated in Modifications. 
The MATERIALS are provided to RECIPIENT for use by 
________________________________________________________________ ("SCIENTIST") 
in SCIENTIST'S laboratory. MATERIALS include all such biological or other samples actually 
provided to RECIPIENT, plus any Progeny and/or any Unmodified Derivatives of the original 
biological samples. 

A. DEFINITIONS. The following definitions shall apply to this Agreement:
1. Progeny: Unmodified descendant from the MATERIAL, such as virus from virus,

cell from cell, or organism from organism.
2. Unmodified Derivatives: Substances created by RECIPIENT that constitutes an

unmodified functional sub-unit or an expression product of the MATERIALS. Some
examples include: sub clones of unmodified cell lines, purified or fractionated sub-
sets of the MATERIALS, proteins expressed by DNA/RNA supplied by YSU,
monoclonal antibodies secreted by a hybridoma cell line, subsets of the
MATERIALS such as novel plasmids or vectors.

3. Modifications: Substances created by RECIPIENT that contain or incorporate the
MATERIALS.

4. Commercial Purposes: The sale, lease, license, or other transfer of the MATERIALS
or Modifications to a for-profit organization. Commercial Purposes shall also include
uses of the MATERIALS or Modifications by any organization, including
RECIPIENT, to perform contract research, to screen compound libraries, to produce
or manufacture products for general sale, or to conduct research activities that result
in any sale, lease, license or transfer of the MATERIALS or Modifications to a for-
profit organization. However, industrially sponsored academic research shall not be
considered a use of the MATERIALS or Modifications for Commercial Purposes per
se, unless any of the above conditions are met.

B. PRICE. RECIPIENT shall pay YSU ($_______________) due upon execution of this
Agreement.

C. USE OF MATERIALS. RECIPIENT agrees:
Page 2 of 4 
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1. that the MATERIALS will be used only in SCIENTIST'S laboratory and only by
SCIENTIST and laboratory personnel under SCIENTIST'S immediate and direct
control;

2. to use MATERIALS for the sole purpose of teaching and academic research and NOT
for any Commercial Purposes;

3. that MATERIALS will be received, handled, stored, used and disposed of in
compliance with all applicable laws, regulations and guidelines, and in accordance
with safe and prudent practices, and will not be administered to human subjects or
provided to any third parties, nor will any animals or plants exposed to MATERIALS,
or products of such animals or plants, be used for food; and

4. that RECIPIENT has adequate systems, procedures and personnel to review and
oversee arrangements for the receipt, handling, storage, use and disposal of
experimental materials of the nature of MATERIALS and that it will ensure that all
persons involved in receiving, handling, storing, using or disposing of MATERIALS
are adequately qualified by training and experience to do so safely and legally.

D. TRANSFER OF MATERIALS. RECIPIENT shall not transfer MATERIALS to any others
(except to its employees, agents or consultants who are bound to RECIPIENT by like
obligations conditioning and restricting access, use, and continued use of MATERIALS)
without the express written consent of YSU.

E. WARRANTIES. RECIPIENT acknowledges that MATERIALS are experimental products
of research that may not have been fully characterized, and will accept MATERIALS as is
and entirely at its own risk and without exculpatory reliance on any information or
representation/s that may be, or have been, furnished or made by or on behalf of YSU,
including without limitation information or representation/s as to (i) the composition,
characterization, purity, stability, safety or utility of MATERIALS, (ii) the applicability,
efficacy or safety of any method/s of preparing, handling, storing, using or disposing of
MATERIALS, or (iii) the freedom from claims by others of intellectual or other property
rights in MATERIALS or in any such methods. All warranties, express or implied, in
respect of MATERIALS, including warranties of merchantability and of fitness for any
particular purpose, are disclaimed by YSU.

F. LIMITATION ON DAMAGES. YSU shall not be liable for any indirect or consequential
damages attributable in any way to the subject matter of this Agreement, whether or not it
had actual or constructive notice of the potential for such damages occurring, nor in any
event shall YSU be liable for any damages attributable in any way to the subject matter of
this Agreement which exceed the amount of any payment received by YSU under this
Agreement.

G. TERM. YSU may terminate this Agreement and require return or destruction of the
MATERIALS by RECIPIENT upon thirty (30) days written notice. RECIPIENT shall
otherwise destroy all copies of MATERIALS within one year of the effective date of this
Agreement, unless:
1. this deadline is extended by YSU in writing; or
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2. RECIPIENT has indicated to YSU in writing its desire to obtain a commercial license
to MATERIALS and negotiations to that end have begun.

H. INDEMNIFICATION. Except to the extent prohibited by law, RECIPIENT shall
indemnify YSU against any claims, costs, or other liabilities which may arise as a result of
RECIPIENT'S use of MATERIALS.

I. NOTIFICATION. RECIPIENT may file patent applications claiming inventions made by
RECIPIENT through the use of the MATERIALS but agrees to notify YSU and
INVESTIGATOR upon filing a patent application claiming Modifications or uses of the
MATERIALS. SCIENTIST will inform INVESTIGATOR in confidence of research
results related to the MATERIALS, by personal communication or by providing copies of
manuscripts describing the results of such research at the time the manuscripts are
submitted for publication.

J. USE OF NAME. RECIPIENT shall acknowledge the source of MATERIALS in any
descriptions of experiments and/or results involving MATERIALS. However, neither
RECIPIENT nor its personnel will otherwise use, or authorize or permit the use of, the
name of any YSU organization or personnel in connection with any commercial or
promotional activities relating to MATERIALS, nor in such a way as to imply any
endorsement by YSU or YSU personnel of any Material, product or method.

K. RIGHTS TO MATERIAL. The furnishing of MATERIALS to RECIPIENT shall not
constitute any grant or license to RECIPIENT under any legal rights now or later held by
YSU other than as stated in this Agreement. The provision of the Material to RECIPIENT
shall not alter any pre-existing right to the MATERIALS. Without written consent from
YSU, RECIPIENT may NOT provide Modifications for Commercial Purposes. It is
recognized by RECIPIENT that such Commercial Purposes may require a commercial
license from YSU and YSU has no obligation to grant a commercial license to its
ownership interest in MATERIALS incorporated in any Modifications. Nothing in this
paragraph, however, shall prevent RECIPIENT from granting commercial licenses under
RECIPIENT'S intellectual property rights claiming such Modifications, or methods of
manufacture or their use.

L. ENTIRE AGREEMENT. This Agreement reflects the entire agreement between YSU and
RECIPIENT, and the Agreement may be modified or altered only in writing.

M. INTERPRETATION AND JURISDICTION. The interpretation and validity of this
Agreement and the rights of the parties shall be governed by the laws of the State of Ohio.
Any action brought to enforce this Agreement shall be brought in Ohio

This Agreement shall be executed in duplicate and be effective as of the date signed by the party 
last to sign. 
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YOUNGSTOWN STATE UNIVERSITY RECIPIENT 

By: _______________________________  By:_________________________________ 

Name: ____Michael A. Hripko__________ Name: ______________________________ 

Title: Associate Vice President for Research Title: _______________________________ 

Date: _______________________ Date: ______________________ 

Signature: __________________________  Signature: ___________________________ 

Name: _____________________________ Name ______________________________ 

Title: ___________Investigator__________ Title: ____________Scientist____________ 

Date: _______________________ Date: ______________________ 
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Appendix VIII 

MASTER SPONSORED AGREEMENT 
This Master Sponsored Agreement (“Agreement”) made and effective as of <<INSERT DATE>>, 
2019 (“Effective Date”) is entered into by and between ___________________ (“Sponsor”) with 
a principal place of business at _____________________, and Youngstown State University 
(“University”). 

WHEREAS, the programs contemplated by this Agreement are of mutual interest and benefit to 
University and to Sponsor, will further the instructional and research objectives of University in a 
manner consistent with its status as a non-profit, tax-exempt, education institution, and may derive 
benefits for both Sponsor and University through inventions, improvements, and/or discoveries; 

NOW, THEREFORE, in consideration of the premises and mutual covenants herein contained, 
the parties hereto agree to the following: 

Article 1 Definitions 

1. “Sponsored Project” is a program to which the parties have mutually agreed in writing using the form
which is attached hereto as Exhibit A.

2. “Principal Investigator” or “PI” is the person, designated by University, and accepted by Sponsor, who
is directly responsible for executing, directing, overseeing and reporting a Sponsored Project under
this Agreement.

3. “Intellectual Property” means and includes all technical information, inventions, trade secrets, patents,
copyrights, trademarks, research, developments, discoveries, software, know-how, methods,
techniques, formulae, data, processes, specimens, biological materials, software, designs, drawings,
sketches and other proprietary ideas, whether or not patentable or copyrightable, developed during a
Sponsored Project.

4. “University Intellectual Property” shall mean individually and collectively all Intellectual Property
that is conceived and/or made solely by one or more employees of University in performance of a
Sponsored Project.  It is understood and agreed by the parties that any person who is a University
employee, faculty member or student as referenced in Ohio R.C. 3345.14 shall be considered to be a
University employee herein.

5. “Joint Intellectual Property” shall mean individually and collectively all Intellectual Property which is
conceived and/or made jointly by one or more employees of University and by one or more employees
of Sponsor in performance of a Sponsored Project.

6. “Sponsor Intellectual Property” shall mean individually and collectively all Intellectual Property
conceived of and/or made solely by the employees of Sponsor without the use of University facilities
or equipment in performance of a Sponsored Project.

Article 2 Term 

This Agreement shall be effective as of the Effective Date and shall extend from 
       (the “Term”), unless terminated earlier by either party 

pursuant to Article 8 of this Agreement. 
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Article 3 Sponsored Project 

3.01 University shall commence each Sponsored Project promptly after the effective date of the 
Sponsored Project and upon payment by Sponsor of any funds owed, and shall use reasonable 
efforts to conduct such Sponsored Project in accordance with the terms and conditions of this 
Agreement.  Sponsor acknowledges that University and the PI shall have the freedom to conduct 
and supervise a Sponsored Project in a manner consistent with the University’s research mission.  
This Agreement shall not be construed to limit the freedom of individuals participating in a 
Sponsored Project to engage in any other research. 

3.02 During the Term of this Agreement, any changes in the direction or scope of a Sponsored 
Project must be in writing as an amendment to the relevant Sponsored Project and agreed to by 
mutual consent of the parties by their authorized representatives. 

3.03 If the services of the PI of a Sponsored Project become unavailable to University for any 
reason, University shall be entitled to designate another member of its faculty, who is acceptable 
to both parties, to serve as the PI of such Sponsored Project.  This acceptance is not to be 
unreasonably withheld.  If a substitute PI is not designated within sixty (60) days after the original 
PI ceases his or her services under this Agreement, either party may terminate the relevant 
Sponsored Project.  

Article 4 Costs 

4.01 Sponsor will pay University the amounts described in each Sponsored Project. 
IDENTIFY FIXED PRICE OR COST REIMBURSEMENT 

Article 5 Publications 

5.01 Notwithstanding anything to the contrary, Sponsor recognizes that the results of a 
Sponsored Project may be publishable and agrees that researchers engaged in a Sponsored Project 
shall be permitted to present at symposia, national, or regional professional meetings, and to 
publish in journals, theses or dissertations, or otherwise of their own choosing, methods and results 
of a Sponsored Project, provided, however, that Sponsor shall have been furnished copies of any 
proposed publication or presentation in advance of the submission of such proposed publication 
or presentation to a journal, editor, or other third party.  Sponsor shall have thirty (30) days after 
receipt of said copies to object to such proposed presentation or proposed publication because it 
contains patentable subject matter that needs protection.  In the event that Sponsor makes such 
objection, University shall refrain from making such publication or presentation for a maximum 
of sixty (60) days from the date of receipt of such objection in order for University to file patent 
application(s) with the United States Patent and Trademark Office and/or foreign patent office(s) 
directed to the patentable subject matter contained in the proposed publication or presentation. It 
is understood that in no case can this provision for delay of publication cause a delay in the normal 
academic progress of a student of the University with respect to preparation and submission of a 
thesis or dissertation. 

Article 6 Intellectual Property 

6.01 All rights and title to University Intellectual Property shall belong to University. Sponsor 
Intellectual Property shall belong to Sponsor.  Joint Intellectual Property shall belong jointly to 
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University and Sponsor. Both University and Joint Intellectual Property shall be subject to the 
terms and conditions of this Agreement. 

6.02 University will notify Sponsor of any University Intellectual Property or Joint Intellectual 
Property conceived and/or made during the term of a Sponsored Project.  If Sponsor directs that a 
patent application or application for other intellectual property protection be filed, University shall 
promptly prepare, file and prosecute such U.S. and foreign application in University’s name if for 
University Intellectual Property, and in both University’s and Sponsor’s names if for Joint 
Intellectual Property. Sponsor shall bear all costs incurred in connection with such preparation, 
filing, prosecution, and maintenance of U.S. and foreign application(s).  Sponsor shall cooperate 
with University to assure that such application(s) will cover, to the best of Sponsor’s knowledge, 
all items of commercial interest and importance.  While University shall be responsible for making 
decisions regarding scope and content of application(s) to be filed and prosecution thereof, 
Sponsor shall be given an opportunity to review and provide input thereto.  At Sponsor’s request, 
University shall keep Sponsor advised as to developments with respect to such application(s) and 
shall use best efforts to supply to Sponsor copies of papers received and filed in connection with 
the prosecution thereof in sufficient time for Sponsor to comment thereon. 

6.03 If Sponsor elects not to seek protection pursuant to Article 6.02, or decides to discontinue 
the financial support of the prosecution or maintenance of the protection, or elects not to exercise 
its option pursuant to Article 7, and thereby forego its rights thereto, University shall be free to file 
or continue prosecution or maintain any such application(s), and to maintain any protection issuing 
thereon in the U.S. and in any foreign country at University’s sole expense and for its own 
purposes. 

Article 7 Grant of Rights 

7.01 In consideration of Sponsor’s participation as a sponsor of a project, University shall grant 
to Sponsor a first option to negotiate to acquire a royalty-bearing license to utilize University 
Intellectual Property and/or Joint Intellectual Property and to make, have made, use and sell 
products using or incorporating University Intellectual Property and/or Joint Intellectual Property. 
Any license agreement will not include the right to sublicense the University Intellectual Property 
and/or Joint Intellectual Property unless it is subject to the prior written consent and approval of 
University.  However, University will retain the right to use the University Intellectual Property 
and/or Joint Intellectual Property for educational and research purposes only.  

7.02 University and Sponsor will negotiate in good faith to determine the terms of a license 
agreement. If University and Sponsor fail to execute a license agreement within three (3) months 
following the first disclosure of the University Intellectual Property and/or Joint Intellectual 
Property to Sponsor, then University shall be free to license the University Intellectual Property 
and/or Joint Intellectual Property to any party upon such terms as University deems appropriate 
and without further obligation to Sponsor. 

Article 8 Termination 

8.01 Termination of a Sponsored Project with Cause.  In the event that either party commits a 
material breach of its obligations under a specific Sponsored Project under this Agreement and 
fails to cure that breach within thirty (30) days after receiving written notice thereof, the other 
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party may terminate that specific Sponsored Project immediately upon written notice to the party 
in breach.  

8.02 Termination of a Sponsored Project without Cause. Either party may terminate a Sponsored 
Project under this Agreement without cause upon sixty (60) days prior written notice.  In the event 
Sponsor terminates a project without cause, Sponsor shall pay University for all financial 
obligations which are non-cancelable and honor stipend and/or tuition obligations to Graduate 
Students and/or Post-Doctoral employees through the remainder of the current semester/quarter. 

8.03 Termination of this Agreement.  Either party may terminate this Agreement without cause 
upon sixty (60) days written notice.  Termination of this Agreement shall not cause termination of 
any active Sponsored Project unless such Sponsored Project is terminated pursuant to Section 8.01 
or 8.02. 

8.04 Termination of this Agreement by a party for any reason shall not affect the rights and 
obligations of the parties accrued prior to the effective date of termination of this Agreement.  
Notwithstanding the foregoing, Sponsor's rights under Article 7 shall terminate upon early 
termination of this Agreement at Sponsor's request or as a result of Sponsor's unremedied default 
or breach of this Agreement. 

8.05 Anything herein to the contrary notwithstanding, in the event of early termination of this 
Agreement by Sponsor, Sponsor shall pay all costs accrued by University as of the date of 
termination, including non-cancelable obligations, which shall include all non-cancelable 
contracts and fellowships or post-doctoral associate appointments issued pursuant to any 
Sponsored Project, incurred prior to the effective date of termination.  After termination, any 
obligation of Sponsor for fellowships or postdoctoral associates shall end no later than the end of 
University’s academic year following termination. 

Article 9 Disclaimer of Warranties; Indemnification: 

9.01 UNIVERSITY MAKES NO WARRANTIES, EXPRESS OR IMPLIED, AS TO ANY 
MATTER WHATSOEVER, INCLUDING, WITHOUT LIMITATION, WARRANTIES 
WITH RESPECT TO THE CONDUCT, COMPLETION, SUCCESS OR PARTICULAR 
RESULTS OF A SPONSORED PROJECT, OR THE CONDITION OF ANY 
INVENTION(S) OR PRODUCT(S), WHETHER TANGIBLE OR INTANGIBLE, 
CONCEIVED, DISCOVERED, OR DEVELOPED UNDER THIS AGREEMENT, OR THE 
OWNERSHIP, MERCHANTABILITY, OR FITNESS FOR A PARTICULAR PURPOSE 
OF A SPONSORED PROJECT OR ANY SUCH INVENTION OR PRODUCT, OR ANY 
ACTIVITY PERFORMED OR DELIVERABLE PROVIDED HEREUNDER SHALL BE 
FREE OF INFRINGEMENT OF THIRD-PARTY INTELLECTUAL PROPERTY 
RIGHTS OR OTHER RIGHTS.  UNIVERSITY SHALL NOT BE LIABLE FOR ANY 
DIRECT, CONSEQUENTIAL, PUNITIVE OR OTHER DAMAGES SUFFERED BY 
SPONSOR OR ANY OTHER PERSON RESULTING FROM A SPONSORED PROJECT 
OR THE USE OF ANY SUCH INVENTION OR PRODUCT. 

9.02 Sponsor agrees to defend, indemnify and hold harmless University, the PI and any of 
University faculty, students, volunteers, employees, trustees, officers, affiliates and agents (herein 
referred to collectively as the “Indemnified Persons”) from and against any and all liability, claims, 
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lawsuits, losses, damages, costs or expenses (including documented attorney’s fees), which the 
Indemnified Persons may hereafter incur, suffer or be required to pay as a result of Sponsor’s use 
of the results of a Sponsored Project or any Intellectual Property or as a result of any breach of this 
Agreement or any wrongful act or omission of Sponsor, its employees, affiliates, contractors, 
licensees or agents.  University shall notify Sponsor upon learning of the initiation or threatened 
initiation of any such liability, claims, lawsuits, losses, damages, costs and expenses and 
University shall cooperate with Sponsor in every proper way in the defense or settlement thereof 
at Sponsor’s request and expense. 

Article 10 General Provisions 

10.01 The interpretation and validity of this Agreement and the rights of the parties shall be 
governed by the laws of the State of Ohio. Any action brought to enforce this Agreement shall be 
brought in Ohio. 

10.02 In the event of any conflict in terms between documents relating to this Agreement, exhibits 
attached hereto, or grants hereunder, the terms of this Agreement will govern, except to the extent 
that such other document expressly contemplates superseding the terms of this Agreement and 
such other document is executed by authorized representatives of both parties. 

10.03 Sponsor will not disclose or provide to any employee or agent of University any 
information subject to the licensing provisions of the International Traffic In Arms Regulations 
(ITAR) under 22 CFR §§ 120-130, or the Export Administration Regulations (EAR) under 15 CFR 
§§ 730- 774, without the prior written notice to and advance approval by an authorized
representative of University.

10.04 Sponsor will not use the name of University, nor of any member of University's staff, in 
any publicity, advertising, or news release without the prior written approval of an authorized 
representative of University. University will not use the name of Sponsor, nor any employee of 
Sponsor, in any publicity without the prior written approval of Sponsor; provided however, 
University may make available to the public, the title and description of the project, the name of 
the Principal Investigator, and the amount and source of funding provided for such project. 

10.05 In the event that Sponsor is a party to any other agreement with University, a default by 
Sponsor of this or any other agreement shall be deemed a default under all other agreements with 
University. 

10.06 University shall not be responsible to Sponsor for failure to perform any of the obligations 
imposed by this agreement, provided such failure shall be occasioned by fire, flood, explosion, 
lightning, windstorm, earthquake, subsidence of soil, failure or destruction, in whole or in part, of 
machinery or equipment or failure of supply of materials, discontinuity in the supply of power, 
governmental interference, civil commotion, riot, war, strikes, labor disturbance, transportation 
difficulties, labor shortage, or any cause beyond the reasonable control of University. 

10.07 Neither party may assign this Agreement without the prior written consent of the other 
party. 

10.08 Any notices required to be given or which shall be given under this Agreement shall be in 
writing and delivered by first-class mail, facsimile transmission, or email addressed to the parties 
as follows: 
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Administrative for University: Technical for University: 
Severine Van slambrouck 
1 University Plaza 1 University Plaza 
Youngstown, Ohio 44555 Youngstown, Ohio 44555 
(330) 941-2378 330-941-
svanslambrouck@ysu.edu

Administrative for Sponsor: Technical for Sponsor: 
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IN WITNESS WHEREOF, the parties have caused these presents to be executed in duplicate as 
of the Effective Date. 

University Sponsor 

By: ______________________________ By: ___________________________ 

Name: Severine Van slambrouck Name: _________________________ 

Title: Director of Research Services Title: _________________________ 

Date: _____________________________ Date: _________________________ 
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Exhibit A 

Project Title:  
Project Period:   
Scope of Work and Budget are Attached 

Total Project Cost: $ 
UNIVERSITY will invoice SPONSOR. 

Invoices should be sent to: 
Name:   _____________________ 
Address:  _____________________ 

_____________________ 
Phone: _____________________ 
E-mail: _____________________ 

Payment to University 

Check(s) should be sent to: 

Youngstown State University_____ 
Bursar’s Office_____________ 
One University Plaza____________ 
Youngstown, Ohio 44555________ 

Technical Contacts 

Principal Investigator: Sponsor Technical Representative: 
Name: Name: 
Address: 1 University Plaza Address:  

            Youngstown, Ohio 44555 
Phone: Phone: 
Fax: Fax: 
Email: Email: 

University Sponsor 

By: _____________________________ By: ________________________________ 

Name: Severine Van slambrouck  Name: ______________________________         

Title: Director of Research Services  Title: _______________________________ 

Date: ____________________________ Date: _______________________________ 
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Prepared by: 
Youngstown State University 

Office of Research 
One University Plaza 

Youngstown, Ohio 44555 

November 2005 
Revised: 03/2012 
Revised: 06/2018 
Revised: 04/2020 




	ORS 11.0 -  Mutual NDA_ADA 022820.pdf
	ORS 12.0 - Non-Disclosure Agreement.pdf
	Youngstown State University
	Office of Research
	Contractor Non-Disclosure of Proprietary Information Agreement


	ORS 15.0 - Invention Disclosures.pdf
	ORS 14.0- Student IP Agreement.pdf
	Working Copy.2.YSU_Handbook_on_Ownership_of_Intellectual_Property.June.2018.pdf
	Article 6 Intellectual Property
	Article 1 Definitions
	Article 2 Term
	Article 3 Sponsored Project
	Article 4 Costs
	Article 5 Publications
	Article 6 Intellectual Property
	Article 8 Termination
	Article 9 Disclaimer of Warranties; Indemnification:
	Article 10 General Provisions


	Brief Description: 
	Effective Date: 
	Company Name: 
	Company Address: 
	Company Signatory Name: 
	Company Signatory Title: 
	Company Signatory Date: 
	YSU Signatory Date: 
	YSU Signatory Title: 
	YSU Signatory Name: 
	20: 
	by and between: 
	undefined: 
	undefined_2: 
	1: 
	2: 
	3: 
	4: 
	5: 
	FOR RECIPIENT 1: 
	FOR RECIPIENT 2: 
	FOR RECIPIENT 3: 
	FOR RECIPIENT 4: 
	FOR RECIPIENT 5: 
	INSTITUTION: 
	Name 1: 
	Name 2: 
	Name 3: 
	undefined_3: 
	Name 1_2: 
	Name 2_2: 
	Name 3_2: 
	Text1: 
	Text2: 
	Text3: 
	Text4: 
	Text5: 
	Text6: 
	Date Inventor 1: 
	Date Inventor 2: 
	Date Witness 3: 
	Date Witness 2: 
	Date Witness 1: 
	Date Inventor 3: 


